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DETAILED ACTION 

1 . Applicant's arguments filed 2/28/05 have been fully considered but they are not 
persuasive. The applicant amends claim 1 to include a curved end on first and second 
attachment portions being formed into an interior of said mask. The examiner feels that 
this amendment fails to overcome the prior art as Olson teaches in Fig. 3 a curved 
portion 1 1 being on the interior of said mask. Honsaker teaches a curved portion 14 on 
the interior of said mask in Fig 1 . 

Claim Rejections - 35 USC §112 

2. Claims 1-38 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The applicant amended the claims to include 
the mask having a substantially opaque face portion of the mask. The applicant fails to 
disclose the fold being in the originally filed specification or drawing. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-3, 6, 8-14, 17, 19, 21, 23-31, 33-38 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Honsaker (US 3,237,204). Honsaker illustrates in Fig. 1 a mask 
formed in a decorative pattern formed of a single piece of a pliable material 1 1 (Col. 1 
lines 18-19). The mask includes a first and second attachment portions 17, which are 
integrated into the pattern of the mask, for joining to eyeglasses (Fig. 2). 

As to claims 8, 19, 33, and 38, Even though product-by-process claims are 
limited by a process, the determination of patentability is based on the product itself. If 
the product by process claims is the same as or obvious from a product of the prior art, 
the claim is unpatentable even thought the prior are was made by a different process. 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In the instant 
application the mask product as defined in claim 19 is same as the mask product in 10, 
Figs. 1 and 2 disclosed by Honsaker. 

As to claims 2-3, Honsaker teaches (Col. 1 line 18) that the mask can be made of 
paper and cardboard. 

As to claim 6, Honsaker teaches that the visor is made from cutting (Col. 2 line 

5). 

As to claim 9, as best understood, Honsaker illustrate in Fig. 2 

As to claim 10, Honsaker illustrates in Fig. 2 that the mask 10 is bendable which 

would allow for glasses of various sizes fit in the mask. Secondly, makes it inherent 

that it would allow various size eyeglasses. 

As to claim 1 1 , Honsaker illustrates in Fig. 1 the mask 10 being formed of a 

single sheet 11. 
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As to claims 12, Honsaker illustrates in Fig. 1 a mask formed in a decorative 
pattern formed of a single piece of a pliable material 11 (Col. 1 lines 18-19). The mask 
includes a first and second attachment portions 17, which are integrated into the pattern 
of the mask, for joining to eyeglasses (Fig. 2). 

As to claims 13-14, Honsaker teaches (Col. 1 line 18) that the mask can be made 
of paper and cardboard. 

As to claim 1 7, Honsaker teaches that the visor is made from cutting (Col. 2 line 

5). 

As to claim 21 , Honsaker illustrates in Fig. 2 that the mask 10 is bendable which 
makes it inherent that it would allow various size eyeglasses. 

As to claims 23, as best understood, Honsaker illustrates in Fig. 1 a mask formed 
in a decorative pattern formed of a single piece of a pliable material 1 1 (Col. 1 lines 18- 
19). The mask includes a first and second attachment portions 17, which are integrated 
into the pattern of the mask, for joining to eyeglasses (Fig. 2). Honsaker illustrates in 
Fig 2. that the attachment means 17 are folded inward. 

As to claim 24, Honsaker illustrates in Fig. 1 the mask 10 being formed of a 
single sheet 1 1 . 

As to claim 25, Honsaker illustrates in Fig. 1 the mask 10 is made of a 
substantially flat material. 

As to claims 26, as best understood, Honsaker illustrates Fig. 2 the attachment 
members of the make are folded and attached to the eyeglasses. 
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As to claim 27, Honsaker illustrates Fig. 1 that the mask is made of a 
substantially flat material. 

As to claim 28, Honsaker illustrates in Fig. 1 that the mask is a substantially flat 
material and then in Fig. 2 Honsaker illustrates that the attachment members 17 are 
folded inward which allow them to be attached to the glasses. 

As to claims 29, Honsaker teaches (Col. 1 line 18) that the mask can be made of 
paper and cardboard. 

As to claim 30, Honsaker illustrates in Fig. 2 that the mask 10 is bendable which 
makes it inherent that it would allow various size eyeglasses. 

As to claim 31 , Honsaker teaches that the visor is made from cutting (Col. 2 line 

5). 

As to claims 34, as best understood, Honsaker illustrates in Fig. 1 a mask formed 
in a decorative pattern formed of a single piece of a pliable material 1 1 (Col. 1 lines 18- 
19). The mask includes a first and second attachment portions 17, which are integrated 
into the pattern of the mask, for joining to eyeglasses (Fig. 2). Honsaker illustrates in 
Fig 2. that the attachment means 17 are folded inward. 

As to claim 35, Honsaker illustrates in Fig. 2 that the mask 10 is bendable which 
makes it inherent that it would allow various size eyeglasses. 

As to claim 36, Honsaker teaches that the visor is made from cutting (Col. 2 line 

5). 

Claim are 1, 4, 8, 9-11, 12, 15, 18-21, 22-25, 30, 33-35, 37-38 are rejected under 
35 U.S.C. 102(b) as being anticipated by Olson (US 5,206,956). Olson illustrates in Fig. 
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1 and 2 a mask formed in a decorative manner of a single piece of pliable material (Col. 

2 line 24). The mask includes first and second attachment means 15 that are integrated 
in the pattern of the mask, which attach the mask to the eyeglasses. 

As to claim 10, 21 , 30, 35 Olson illustrates in Fig. 2 that the mask 10 is bendable 
which would allow for glasses of various sizes fit in the mask. Secondly, Olson states in 
Col. 2 line 52 that the device fits typically sized glasses. This makes it inherent that the 
device of Olson would allow various size eyeglasses. 

As to claims 8, 19, 33, and 38, Even though product-by-process claims are 
limited by a process, the determination of patentability is based on the product itself. If 
the product by process claims is the same as or obvious from a product of the prior art, 
the claim is unpatentable even thought the prior are was made by a different process. 
In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). In the instant 
application the mask product as defined in claim 19 is same as the mask product in 10, 
Figs. 1, 3 disclosed by Olson. 

As to claim 4, Olson states (Col. 2 line 34) that the mask in made of plastic. 

As to claim 7, Olson states (Col. 2 line 46) that die-cutting is used to form the 

mask. 

As to claim 9, as best understood, Olsen illustrates in Fig. 2 the attachment 
member 15 is folded inward at 14 to allow for the reception of the eyeglasses. 

As to claim 11, Olsen illustrates in Fig. 2 the device is made of a single sheet. 

As to claim 12, Olson illustrates in Fig. 1 and 2 a mask formed in a decorative 
manner of a single piece of pliable material (Col. 2 line 24). The mask includes first and 
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second attachment means 15 that are integrated in the pattern of the mask, which 
attach the mask to the eyeglasses. 

As to claim 15, Olson states (Col. 2 line 34) that the mask in made of plastic. 

As to claim 18, Olson states (Col. 2 line 46) that die-cutting is used to form the 

mask. 

As to claim 20, as best understood, Olsen illustrates in Fig. 2 the attachment 
member 15 is folded inward at 14 to allow for the reception of the eyeglasses. 

As to claim 22, Olsen illustrates in Fig. 2 the device is made of a single sheet. 

As to claim 23, as best understood, Olson illustrates in Fig. 1 and 2 a mask 
formed in a decorative manner of a single piece of pliable material (Col. 2 line 24). The 
mask includes first and second attachment means 15 that are integrated in the pattern 
of the mask, which attach the mask to the eyeglasses. The attachment means are 
shown in Fig. 3 to be folded to allow for the reception of the glasses. 

As to claim 24, Olsen illustrates in Fig. 2 the device is made of a single sheet. 

As to claim 25, Olsen illustrates in Fig. 2 the mask 10 is substantially flat.+ 

As to claim 34, as best understood, Olson illustrates in Fig. 1 and 2 a mask 
formed in a decorative manner of a single piece of pliable material (Col. 2 line 24). The 
mask includes first and second attachment means 15 that are integrated in the pattern 
of the mask, which attach the mask to the eyeglasses. The attachment means are 
shown in Fig. 3 to be folded to allow for the reception of the glasses. The mask 10 is 
folded inward at 14 as shown in Fig. 3. 
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As to claim 37, Olson states (Col. 2 line 46) that die-cutting is used to form the 

mask. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 16, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Honsaker (US 3,237,204) in view of Piper (US 3,823,418). Honsaker illustrates the 

device substantially above. However, Honsaker does not teach the mask being made 

of fabric. The applicant does not teach any unexpected results or criticality to the use of 

fabric. It would have been obvious to one of ordinary skill in the art to combine the 

structure of Honsaker with the fabric of Piper to provide a more aesthetically pleasing 

mask. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew W. Sutton whose telephone number is (571) 
272-6093. The examiner can normally be reached on Monday - Friday 7:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary L Welch can be reached on (571) 272-4996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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25 October 2006 




